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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-50 are rejected under 35 U.S.C. 102(e) as being anticipated by Ben-shaul et al 
(U.S. PG Pub No. 2002/0010798). 

3. As per claims 1, Ben-shaul et al teach a method of controlling a financial transaction 
between a receiver and a content provider occurring over a network operated by a network 
operator, wherein the content provider offers enhanced content programming relating to the 
financial transaction, the method comprising intercepting a user request for the enhanced content 
programming, the user request originating in the receiver, wherein the intercepting is performed 
by a third party (software or hardware module, edge server, 72) (see figs 7 and 8, paragraphs 
0180, 0214, 0220.), permitting (permitting) the enhanced content programming the (content) be 
provided (downloading) to the receiver in response to the user request only if the content 
provider is an authorized content provider, wherein the permitting is performed by the third party 
(see paragraph 0426), and storing information relating to the enhanced content programming 
provided to the receiver in response to the user request, wherein the storing is performed by the 
third party (see paragraphs 0022, 0072, 0107). 



Application/Control Number: 09/636,393 



Art Unit: 3621 



Page 3 



4. As per claims 2, Ben-shaul et al teach a method further comprising determining if the 
content provider is authorized by the network operator to offer enhanced content programming 
over the network (see paragraph 0426). 

5. As per claims 3, Ben-shaul et al teach a method further comprising of monitoring for 
triggers within the enhanced content programming (see paragraphs 0190, 021 1, 03273. 

6. As per claims 4, Ben-shaul et al teach a method further comprising terminating the user 
request after the intercepting if the content provider is unauthorized (see paragraph 0414). 

7. As per claims 5, Ben-shaul et al teach a method further comprising intercepting a 
supplemental user request intercepting is performed by the third party; storing the supplemental 
user request, wherein the, the supplemental user request originating in the receiver, wherein the 
storing is performed by the third party; and requesting supporting information from the content 
provider for the supplemental user request, wherein the requesting is performed by the third 
party (see paragraphs 0022, 0072, 0107). 

8. As per claims 6, Ben-shaul et al teach a method further comprising of providing the 
supporting information to the receiver upon request (see paragraph 0152). 
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9. As per claims 7, Ben-shaul et al teach a method further comprising intercepting a request 
to finalize the supplemental user request, the request to finalize the supplemental user request 
originating in the receiver, wherein the intercepting is performed by the third party, finalizing the 
supplemental user request, wherein the finalizing is performed by the third party; and supplying 
the content provider with finalized supplemental user request information (see paragraphs ppJ2, 
0072,0107). 

10. As per claims 8, Ben-shaul et al teach a method of motoring a network transaction 
between a user receiver and a content provider, the method comprising intercepting a user 
request directed at the content provider by the user receiver; appending additional parameters to 
the user request; directing the appended user request to the content provider, intercepting a user 
request response directed at the user receiver by the content provider, wherein the user request 
response comprises at least a portion of the network transaction, extracting transaction 
information from the intercepted user request response; and forwarding the user request response 
by the third party to the user receiver ( see figs 7 and 8, paragraphs 0220, 0072, 0107, 0180 
0214). 

11. As per claims 9, Ben-shaul et al teach a method further comprising of initially receiving 
enhanced content programming from the content provider within the user receiver, and wherein 
the user request is formed by of interacting with the content provider through the user receiver 
(see paragraphs 0180, 0214). 



Application/Control Number: 09/636,393 Page 5 

Art Unit: 3621 

12. As per claims 10, Ben-shaul et al teach a method further comprising of recognizing a 
trigger within the enhanced content programming, the recognizing performed prior to of 
intercepting the user request (see figs 7 and 8, paragraphs 0220, 0072, 0107, 0180, 0214). 

13. As per claims 1 1 , Ben-shaul et al teach a method wherein of intercepting the user request 
further comprises appending an address to a third party controller to the intercepted user request 
and directing the intercepted user request to the third party controller, wherein the third party 
controller performs of appending additional parameters to the user request (see figs 7 and 8, 
paragraphs 0220, 0072, 0107, 0180, 0214). 

14. As per claims 12, Ben-shaul et al teach a method of appending a marker to the user 
request response by the content provider, wherein the third party uses the marker to intercept the 
user request response (see figs 7 and paragraphs 0220, 0072, 0107, 0180, 0214). 

15. As per claims 13, Ben-shaul et al teach a method of determining f the content provider 
is authorized to provide enhanced content programming to the user receiver (see figs 7 and 8, 
paragraphs 0220, 0072, 0107, 0180, 0214). 

16. As per claims 14, and 5, Ben-shaul et al teach a wherein the determining is performed 
prior to the first intercepting and after the user request is intercepted by the third party (see figs 7 
and 8, paragraphs 0220, 0072, 0107, 0180 0214). 
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1 7. As per claims 16, Ben-shaul et al teach a method of terminating the network transaction 
between the user receiver and the content provider if the content provider is unauthorized (see 7 
and 8, paragraphs 0220, 0072, 0107, 0180, 0214). 

1 8. As per claims 17, Ben-shaul et al teach a method of forwarding the appended user 
request to a substitute content provider if the content provider is unauthorized (see figs 7 and 8, 
paragraphs 0220, 0072, 0107, 0180, 0214). 

19. As per claims 18, Ben-shaul et al teach a method of storing the extracted transaction 
information (see figs 7 and 8, paragraphs 0220, 0072, 0107, 0180, 0214). 

20. As per claims 19, Ben-shaul et al teach a method of initiating a purchase from the 
content provider by the user receiver; and entering the initiated purchase into a data base 
controlled by a third party (see paragraphs 0180, 0214). 

21 . As per claims 20, Ben-shaul et al teach a method of displaying information pertaining to 
the initiated purchase on a display screen coupled to the user receiver (see paragraphs 0190, 
0211,0327). 

22. As per claims 21, Ben-shaul et al teach a method of displaying at least one advertisement 
on the display screen simultaneously with the information permitting to the initiated purchase 
(see paragraph 0426). 
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23. As per claims 22, Ben-shaul et al teach a method wherein at least one advertisement 
includes linking information to a specific content provider, fseeparagraph 0414). 

24. As per claims 23, B9n-shaul et al teach a method of directing a request for additional 
information pertaining to the initiated purchase to the content provider, wherein the directing is 
performed by the third party receiving the additional information from the content provider by 
the third party; and storing the additional information in the third party controlled database (see 
figs 7 and 8, paragraphs 0220, 0072, 0107, 0180, 0214). 

25. As per claims 24, Ben-shaul et al teach a method of directing a request for updated 
information pertaining to the initiated purchase to the content provider, wherein the directing is 
performed by the third Party, receiving the updated information from the content provider by the 
third party; and storing the updated information in the third party controlled data base (see figs 7 
and 8, paragraphs 0072, 0107, 0180, 0214). 

26. As per claims 25, Ben-shaul et al teach a method of requesting finalization of the 
initiated purchase by the user receiver; finalizing the initiated purchase with the user receiver, 
wherein the providing final purchase information to the content provider by the third finalizing is 
performed by the third party; and party (see figs 7 and 8, paragraphs 0220, 0072, 0107, 0180, 
0214). 
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27. As per claims 26, Ben-shaul et al teach a method of requesting finalization of the 
initiated purchase by the user receiver, wherein the requesting is performed prior to the finalizing 
(see paragraph 0414). 

28. As per claims 27, Ben-shaul et al teach a method of obtaining supplemental information 
from the user by the third party in order to complete the finalizing (see paragraph 0414). 

29. As per claims 28, Ben-shaul et al teach a method of controlling a network transaction 
comprising directing enhanced broadcast information via a network to a plurality of receivers, 
wherein the network is controlled by a network, operator, and wherein at least a portion of the 
enhanced broadcast information is provided by at least one content provider, detecting triggers 
within the portion of the enhanced broadcast infonnation provided by the at least one content 
provider, wherein the detecting is performed by a third party; intercepting by the third party a 
user request directed at the at least one content provider from a receiver of the plurality of 
receivers coupled to the network, directing the intercepted user request to a third party controller, 
appending third party parameters to the intercepted user request; directing the appended user 
request to the at least one content provider; appending third party markers to a response to the 
appended user request, wherein the appending is performed by the at least one content provider; 
directing the appended response to the receiver; detecting by the third party controller the third 
party markers appended to the response, and storing transaction information provided by the at 
least one content provider in the response, wherein the storing is controlled by the third party 
controller (see figs 7 and 8, paragraphs 0220, 0072, 0107, 0180, 0214). 



Application/Control Number: 09/636,393 
Art Unit: 3621 



Page 9 



30. As per claims 29, Ben-shaul et al teach a method of appending information to the 
intercepted user request prior to directing the intercepted user request to the third party controller 
(see paragraph 0426). 

31. As per claims 30-32, Ben-shaul et al teach a method, wherein the information appended 
to the intercepted user request is comprised of a third party controller address, receiver 
capabilities and user profile associated with the receiver (see paragraphs 0190, 021 1, 0327.). 

32. As per claims 33-36, Ben-shaul et al teach a method wherein appended third party 
parameters comprised of a network specifcation, a receiver specification, a user profile 
associated with the receiver and a set of network operator business rules (see figs 7 and 8, 
paragraphs 0220, 0107, 0180, 0214,). 

33. As per claims 37, Ben-shaul et al teach a method of initiating a user financial transaction 
through the receiver with the at least one content provider, storing information pertaining to the 
user financial transaction in a third party controller data base and displaying at least a portion of 
the stored information on a display screen coupled to the receiver (see paragraph 0414,). 

34. As per claims 38, 39, Ben-shaul et al teach a method of displaying at least one 
advertisement on the display screen simultaneously with the portion of the stored information 
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and includes linking information to a specific content provider (see paragraphs 0190, 021 1, 032 
7). 



35. As per claims 40, Ben-shaul et al teach a method requesting additional information on 
the user financial transaction from the at least one content provider, wherein the requesting is 
performed by the third party controller, receiving the additional information from the at least one 
content provider and storing the additional information (see paragraphs 0190, 021 1, 0327). 



36. As per claims 41, Ben-shaul et al teach a method of finalizing the user financial 
transaction through the receiver, wherein of finalizing is executed between the receiver and the 
third party controller, and providing finalized user financial transaction information to the at least 
one content provider by the third party controller (see paragraphs 0190, 021 1, 0327,). 



37. As per claims 42, Ben-shaul et al teach a network-based system for providing enhanced 
content programming to a user, the system comprising a network a content provider coupled to 
the network, wherein the content provider supplies the enhanced content programming a receiver 
coupled to the network the receiver capable of receiving the enhanced content programming, a 
display coupled to the receiver for displaying the enhanced content programming to the user; 
third party means for intercepting a request initiated by the receiver and directed at the content 
provider, third party means for appending operational parameters to the request, third party 
means for directing the appended request to the content provider; third party means for 
intercepting a response to the request initiated by the content provider; and a database coupled to 
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the network and the third party means for storing intercepted response information (see fig 7 and 
8, paragraphs 0220, 0072, 0107, 0180, 0214.). 

38. As per claims 43, Ben-shaul et al teach a network-based system wherein third party 
means for intercepting the request further comprising third party means for appending an address 
for a third party controller to the request, wherein the request is directed at the third party 
controller (see paragraphs 0190, 021 1, 0327). 

39. As per claims 44, Ben-shaul et al teach a network-based system the third party means for 
intercepting the request further comprising third party means for monitoring transactions 
between the receiver and the content provider (see paragraph 0426). 

40. As per claims 45, Ben-shaul et al teach a network-based system wherein the third party 
monitoring means detects triggers contained within the enhanced content programming (see 
paragraph 0414). 

41 . As per claims 46, Ben-shaul et al teach a network-based system wherein the third party 
controller displays information on transactions between the user and the content provider on the 
receiver coupled display (see paragraph 0426). 
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42. As per claims 47, Ben-shaul et al teach a network-based system wherein the third party 
controller displays advertisements simultaneously with the transaction information (see 
paragraphs 0180, 0214). 

43. As per claims 48, Ben-shaul et al teach a network-based system wherein the third party 
controller obtains supplemental information from the content provider pertaining to transactions 
initiated between the user and the content provider (see paragraphs 0180, 0214). 

44. As per claims 49, Ben-shaul et al teach a network-based system wherein the receiver is 
selected from the group consisting of set-top boxes, telephones, PDAS, and computers (see figs 7 
and 8, paragraphs 0220, 0072, 0180, 0214.). 

45. As per claims 50, Ben-shaul et al teach a network-based system wherein the network is 
selected from the group consisting of cable, fiber optics, telephone lines, terrestrial broadcast 
systems, and satellite broadcast systems (see paragraph 0414). 

Response to Arguments 

46. Applicant's arguments filed November 30 th , 2005 have been fully considered but they are 
not persuasive. 

a. Applicant argues that the Ben Shaul reference cannot be used to sustain a 102(e) 
rejection of the present invention for the following reasons. 1) The present patent 
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application was filed on August 9, 2000, with a claimed priority date of May 11, 2000 
(from non-provisional patent application 60/203,461). 2) The priority dates of the Ben- 
Shaul reference extend to two provisional applications: 60/198,908 that was filed on 
April 20, 2000 and 60/232,580 that was filed on September 13, 2000 (which was after the 
date the present patent application was filed). 

b. Examiner respectfully disagrees with Applicant's characterization of the prior art. 
Although the priority dates of the Ben-Shaul reference extend to two provisional 
applications: 60/198,908 that was filed on April 20, 2000 and 60/232,580 that was filed 
on September 13, 2000, it is obvious that the priority date relied upon in rejecting the 
claimed invention is the earliest priority date according to MPEP 706.02 (F). Moreover, it 
is clear that the material used in sustaining the rejection under 102(e) came from the 
provisional application filed before the priority date of the claimed invention. Therefore 
the rejection under 102(e) is sustained. 

Conclusion 

47. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to FDRMN BACKER whose telephone number is 571-272-6703. 
The examiner can normally be reached on Monday - Thursday 9:00 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on (571) 272-6712. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21J-9197 (toll-freeA. 
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